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Office Action Summary 



Application No. 

09/867,320 




Applicant(s) 

SCHRAMM, MICHAEL R 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

in SS^^2^S^Fr^'^ 

. |f NO period for reply is specfied above the r^^^^^^St 1 ^ application to become ABANDONED (35 U.S.C. § 133). 

- ™;;£dt\hroS 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on WAuqust 2004 . 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 36-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I2 Claim(s) 36-47 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10 5 The drawing(s) fled on _ is/are: a)D accepted or b)D objected to by the ^Examine 

Applicant may not request that any objection to the drawing(s) be held ,n abeyance See 37 CFR t*(.>. 
Replacement drawing sheet(s) including the correction is required if the dra ^*^^ 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO 152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)0 All b)D Some *c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 D Certified copies of the priority documents have been received in Application Na 



2.U CertlTiea Copies OT me ^,u., M ntlrm al Q fan p 

3D Copies of the certified copies of the priority documents have been recerved in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not recerved. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date . 



4) D Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: . 
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Reissue Applications 



Claims 36-41 are rejected under 35 U.S.C. 251 as being broadened in a reissue 
application filed outside the two year statutory period. Although this application is a reissue 
application of 09/021,617, it is brought to Applicant's attention that the now claimed subject 
matter is merely a broadened version of patented claims 1-17 in US Patent 5,832,969. In 
comparing the claims patented in 5,832,969 to the reissue application claims, the claims 
essentially differ by omitting at least limitations drawn to the hydraulic motor. Accordingly, a 
claim is broader in scope than the original claims if it contains within its scope any conceivable 
product or process which would have infringed the original patent. A claim is broadened if it is 
broader in any one respect even though it may be narrower in other respects. 



Response to Arguments 



Applicant's arguments filed 8-16-04 have been fully considered but they are not 
persuasive. In support of applicant's argument that Examiner can only apply the patent 
surrendered in the filing of the current reissue application under 35 USC 251, since the term 
"original" means only the surrendered patent and not other patents in the genealogy or chain of 
pendency, Applicant most importantly cites United States Filter Corporation et al v. Ionics 
Corporation, 68 F.Supp2d 48 . From this citation applicant concludes that Examiner can only 
consider the original patent to be the patent being corrected by reissue (particularly this 
conclusion is extracted from page 20, col 1, lines 20-22 of the cited case). Examiner disagrees 
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with applicant in that the current citation deals primarily with the doctrine of recapture and not 
the definition of "original". Accordingly, Examiner finds the citation non-analogous and 
ultimately unconvincing. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven O. Douglas whose telephone number is 703-308-0891. 
The examiner can normally be reached on Wed-Fri 6:30-7:00. 

The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 



Application/Control Number: 09/867,320 



Page 4 



Art Unit: 3751 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217^9197 (tolyfree). 



S^vbi U. Douglas 
Primary Examiner 




Art Unit 3751 



SD 

9-29-04 



